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DETAILED ACTION 
Continued Examination Under 3 7 CFR 1.114 

1. A request for continued examination under 37 CFR 1. 1 14, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1. 1 14. Applicant's submission filed on 15 August 2007 has been entered. 



Status of the Claims 

2. This action is in response to papers filed 15 August 2007 in which claims 60, 64-65, 
69, 71, 75-76, 80, 3887-88, 92 were amended and claims 94-117 were added. The 
amendments have been thoroughly reviewed and entered. 

The previous rejection in the Office Action dated 15 March 2007 under 35 U.S.C. 1 12, 
first paragraph is withdrawn in view of the amendments. 

Applicant's arguments regarding the teaching of Felder have been thoroughly reviewed 
and are found persuasive. The previous rejections under 35 U.S.C. 103(a) are withdrawn in 
view of applicant's comments regarding Felder. 

New grounds for rejection are discussed. 

Claims 60- 117 are under prosecution. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of35U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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4. Claims 109-1 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 109- 111 are indefinite because it is unclear how a method of sequencing further 
defines a method of making an array. The claims depend from Claim 94, which is drawn to a 
method of making an array composition. The claim includes steps of distributing genomic and 
non-genomic DNA on the substrate. 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

6. Claims 60-61, 63, 66, 68-69, 71-7274, 77, 79-80, 82-84, 86, 89, 91-92 are rejected 
under 35 U.S.C. 102(e) as being anticipated by McDevitt et al (U.S. Patent No. 6,680,206, filed 
16 July 1999). 

Regarding Claims 60, 71 & 83, McDevitt et al disclose an array and method of making 
the array comprising a substrate having a surface (Fig. 3), a first assay location and second 
assay location on the surface, the assay locations separated from each other by channels that 
connect cavities in each row (#250, Fig. 3, Cblumn 39, lines 15-34 and Column 40, lines 34- 
37), a first plurality of depressions in first and second assay locations and first and second 
microsphere populations randomly placed in the assay locations (Column 10, lines 13-16) and 
wherein the depressions have a single microsphere (Column, 9, lines 1-67). 
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Regarding Claims 61, 72 & 84, McDevitt et al disclose the array wherein substantially 
all the depression include a microsphere (Fig. 3). 

Regarding Claims 63, 74 & 86, McDevitt et al disclose the array wherein the 
subpopulations are detectable in different channels (Column 24, line 10-Column 25, line 59 
and Fig. 16). 

Regarding Claims 66, 77 & 89, McDevitt et al disclose the array wherein the bioactive 
agent is DNA (Column 5, lines 45-65). 

Regarding Claims 68, 79 & 91, McDevitt et al disclose the array wherein the substrate 
is enclosed within a hybridization chamber (Fig. 17, Column 26-27). 

Regarding Claims 69, 80 & 92, McDevitt et al disclose the array wherein the 
hybridization chamber comprises a flexible membrane (Column 11, line s 40-44). 

Regarding Claim 82, McDevitt et al disclose the array wherein the depressions are wells 

(F^ 3). 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

8. Claims 60- 1 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Walt et 
al (U.S. Patent No. 6,327,410, filed 1 1 September 1998) in view of Brown et al (U.S. Patent No. 
5,807,522, issued 15 September 1998). 

Regarding Claim 60, 64-65, 71, 75-76, 83, 87-88, 94-96, 100-101, Walt et al disclose 
an array and method of making the array comprising a substrate having a surface (Column 5, 
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lines 32-60), a first assay location and second assay location on the surface (Column 5, line 
6 1-Column 6, line 30), wherein the substrate has a first plurality of depressions in first and 
second assay locations and first and second microsphere populations having both genomic and 
non-genomic (cDNA) DNA (Column 10, lines 26-31) randomly placed in the assay locations 
wherein the assay locations spatially identifiable manually (Column 18, line 59-Column 18, 
line 5) and wherein the depressions have a single microsphere (Column 6, lines 16-21). 

Walt et al teach the assay locations spatially identifiable manually but they do not 
specifically teach the assay locations are separated. 

However, array locations separated by gaskets were well known in the art at the time 
the claimed invention was made as taught by Brown et al. 

Brown et al teach a substrate (e.g. glass slide) having a plurality of assay locations, 
each having a subpopulation of bioactive agents (e.g. genomic DNA, Example 1) wherein the 
assay locations are separated by a gasket e.g. rubber or silicone (Column 12) whereby the 
assay location are separately enclosed for hybridization (Column 13, lines 25-32). 

Brown et al teach these barrier elements provide for multi-sample testing without cross 
contamination (Column 12, lines 61-67 and Column 15, lines 30-34). Walt clearly desires 
segregation of the subpopulations to provide spatial encoding of the microspheres and suggests 
manual techniques to do so (Column 18, line 59-Column 19, line 5). It would have been 
obvious to one of ordinary skill in the art at the time the claimed invention was made to apply 
the barrier elements of Brown et al to the substrate of Walt et al. One of ordinary skill in the 
art would have been motivated to do so based on the desired segregation of Walt et al and 
further for the expected benefit of providing for multi-sample testing without cross 
contamination between adjacent regions as taught by Brown (Column 12, lines 6 1-67 and 
Column 15, lines 30-34 

Regarding Claim 61, 72, 84, 97, Walt et al teach the array and method wherein 
"substantially" all the wells have a microsphere (Fig. 7). 
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Regarding Claims 62, 73, 85, 98, Walt et al teach the array and method wherein the 
substrate is an optical fiber (Column 5, lines 57-60). 

Regarding Claim 63, 74, 86, 99, Walt et al teach the array wherein the microspheres 
are in optical channels for detection (Column 13, lines 8-44, Column 16, lines 21-53). 

Regarding Claim 66, 77, 89, Walt et al teach the array wherein the bioactive agent is 
DNA (Column 10, lines 28-35). 

Regarding Claim 67, 78, 90, 102, Walt et al teach the array wherein the support is 
planar glass (Column 5, lines 57-60) and Brown et al teach the similar array wherein the 
support is a glass slide (Column 4, line 25). 

Regarding Claims 68, 79, 91, 103, Walt et al teach the array is within a hybridization 
chamber (Fig. 4) and Brown et al teach the similar array within a hybridization chamber 
(Column 13, lines 26-32). 

Regarding Claims 69-70, 80-81, 92-93, 104-105, Walt et al teach the array wherein the 
substrate comprises a membrane i.e. over the beads (Column 6, lines 45-47) and Brown et al 
teach the similar array wherein the substrate comprises a membrane wherein the barrier 
material flow into and seal the pores to create the barrier between the assay regions and 
separate hybridization regions within the hybridization chamber (Column 12). It would have 
been obvious to one of ordinary skill in the art at the time the claimed invention was made to 
apply the porous membrane of Brown to the substrate of Walt so as to facilitate barrier 
formation as taught by Brown (Column, 12 and Column 13, lines 26-32). 

Regarding Claim 106, Walt et al teach the depressions are wells (Column 6, lines 16- 

30). 

Regarding Claim 107-108, Walt et al teach the method further comprising preparation 
of the DNA by PCR (Column 23, lines 5-8). 

Regarding Claim 109-1 1 1, Walt et al teach the method wherein the bioactive agent is 
DNA (Column 10, lines 28-35) and the method includes sequencing (Column 24, lines 51-52). 
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While Walt et al teaches the array is used for sequencing, the sequencing practiced with the 
array produced by the method, does not further define the method of making the array. As 
such, the recited sequencing methods do not further define the method of Claim 94 for making 
the array. 

Regarding Claims 1 12-117, Walt et al teach the arrays and methods wherein each 
subpopulation is randomly distributed such that members of each subpopulation are in 
multiple sub-bundles (Column 18, line 48-Column 19, line 53). 



9. Claims 66-65, 67, 70, 75-76, 78, 81, 78, 81, 87-88, 90, 93, 94-109 are rejected under 
35 U.S.C. 103(a) as being unpatentable over McDevitt et al (U.S. Patent No. 6,680,206, filed 16 
July 1999) in view of Brown et al (U.S. Patent No. 5,807,522, issued 15 September 1998). 

Regarding Claims 66-65, 67, 70, 75-76, 78, 81, 78, 81, 87-88, 90, 93, 94-109, McDevitt 
et al disclose an array and method of making the array comprising a substrate having a 
surface (Fig. 3), a first assay location and second assay location on the surface, the assay 
locations separated from each other by channels that connect cavities in each row (#250, Fig. 
3, Column 39, lines 15-34 and Column 40, lines 34-37), a first plurality of depressions in first 
and second assay locations and first and second microsphere populations randomly placed in 
the assay locations (Column 10, lines 13-16) and wherein the depressions have a single 
microsphere (Column, 9, lines 1-67). 

McDevitt et al teach the array wherein a transparent cover plate is placed in contact 
with the upper surface of the substrate (e.g. glass, Column 8, line 64) whereby passages of 
fluid is restricted and further teach that channels selectively deliver reagents to rows of 
depressions/ microspheres (Column 10, lines 51-67 and Column 40, lines 35-67). This clearly 
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suggests that the rows of assay regions are separated but the reference does not teach a gasket 
(e.g. silicon or rubber) providing separation. 

However, array locations separated by gaskets were well known in the art at the time 
the claimed invention was made as taught by Brown et al. 

Brown et al teach a substrate (e.g. glass slide) having a plurality of assay locations, 
each having a subpopulation of bioactive agents (e.g. genomic DNA, Example 1) wherein the 
assay locations are separated by a gasket e.g. rubber or silicone (Column 12) whereby the 
assay location are separately enclosed for hybridization (Column 13, lines 25-32). Brown et al 
further teach the method of making the array wherein the genomic DNA is prepared by PCR 
amplification and further sequence by physical mapping (Example 1). 

Brown et al teach these barrier elements provide for multi-sample testing without 
cross contamination (Column 12, lines 61-67 and Column 15, lines 30-34). It would have 
been obvious to one of ordinary skill in the art at the time the claimed invention was made to 
apply the barrier elements of Brown et al to the substrate of McDeyitt et al. McDevitt clearly 
suggests segregation of reagents to different regions by restrictive covering of the microsphere 
rows and by selective delivery via channels (Column 10, lines 51-67 and Column 40, lines 35- 
67). Hence, one of ordinary skill would have been motivated to add the barrier elements of 
Brown to the assay regions of McDevitt so as allow multi-sample testing without cross 
contamination between adjacent regions as taught by Brown (Column 12, lines 61-67 and 
Column 15, lines 30-34). 



10. Claims 62, 73, 85, 94-99, 103-117 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McDevitt et al (U.S. Patent No. 6,680,206, filed 16 July 1999) in view of 
Walt et al (U.S. Patent No. 6,327,410, filed 11 September 1998). 
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Regarding Claims 62, 73, 85, 94-99, 102-1 17, McDevitt et al disclose an array and 
method of making the array comprising a substrate having a surface (Fig. 3), a first assay 
location and second assay location on the surface, the assay locations separated from each 
other by channels that connect cavities in each row (#250, Fig. 3, Column 39, lines 15-34 and 
Column 40, lines 34-37), a first plurality of depressions in first and second assay locations and 
first and second microsphere populations randomly placed in the assay locations (Column 10, 
lines 13-16) and wherein the depressions have a single microsphere (Column, 9, lines 1-67). 

McDevitt et al teach the preferred substrate is integrated with the optical detector to 
allow evaluation of the reactions without separation of the reactants (Column 5, lines 12-21) 
but they do no teach a fiber optic substrate. 

However, fiber optic substrate were well known and routinely practiced in the art at the 
time the claimed invention was made as taught by Walt et al. 

Walt et al teach a similar array and method of making the array comprising a substrate 
having a surface (Column 5, lines 32-60), a first assay location and second assay location on 
the surface (Column 5, line 61-Column 6, line 30), wherein the substrate has a first plurality of 
depressions in first and second assay locations and first and second microsphere populations 
having genomic DNA (Column 10, lines 26-31) randomly placed in the assay locations wherein 
the assay locations spatially identifiable manually (Column 18, line 59-Column 18, line 5) and 
wherein the depressions have a single microsphere (Column 6, lines 16-21). Walt et al further 
teach the optical fiber substrate allows for "extremely high density array" fabrication (Column 
5, lines 23-3 1) . It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to apply the optical fiber substrate of Walt et al to the substrate of 
McDevitt et al. One of ordinary skill in the art would have been motivated to do so for the 
expected benefit of creating "extremely high density array* as desired in the art (Walt, Column 
5, lines 23-31). 
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Conclusion 



11. 



No claim is allowed. 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741. The 
examiner can normally be reached on 6:00 TO 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla can be reached on (571) 272-0735. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in 
the Patent Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic 
Business Center (Patent EBC) for assistance. Representatives are available to answer your questions 
daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, the 
number of pages and the specific nature of the problem. The Patent Electronic Business Center will 
notify applicants of the resolution of the problem within 5-7 business days. Applicants can also check 
PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic Business Center is 
a complete service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder(s) as well as general patent 
information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 



BJ FormJfc, Ph.D. 

Primary Examiner 
Art Unit: 1634 
October 1, 2007 




